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U. S. Cireuit Court. 
District of Connecticuit. 


versus 


Edison Phonograph Co., Complainant) In Equity, No. 759 
) 


Thomas H. MacDonald, Defendant ) On Patent No. 382,416 


Partial Record 


Note: This case was one of a series of cases brought on 
fundamental Edison phonograph patents. A Bill of Complaint 
was filed, Answers were prepared but little else was 


done to push the case and cases. It was used as a trade off 
in the American Graphophone Co. vs, Edison Phonograph Works 
case. Edison agreed to a consent decree and MacDonald and 

American Graphophone agreed to consent decrees. 


The full group of Connecticuit cases is as follows: 


No. 759 
No. 760 
No. 761 
No. 762 
No. 763 
No. 764 
No. 765 


No. 766 


No. 767 
No. 769 


386,974 
393,966 
393,967 
393,968 
400 , 646 
400 ,647 


430,278 


484,583 
499 879 


Feed and Return mechanism 

Comprehensive phonograph patent 

Method of recording and reproducing sound 
Recording and reproducing sound. 

Phonograph recorder 

Recorder and reproducer 

Use of reproducer point slightly narrower 
than record groove. 

Reproducer, reproducer point and 

method of connecting the diaphram 
Cup-shaped recorder needle. 

N merous improvements on the phonograph, 
phonograph motors and phonograph governors 


Nos. 759 thru 767 were filed on Jue 8, 1893, No. 769 

was filed on June 29, 1893 slightly after the issue of the patent. 

All cases were settled and consent decrees entered on Dec. 11, 1896 
thus upholding the validity of the Edison patents. American Graphopnone 
and the Edison groups had agreed on December 7th to cross-license 


one another. 
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Tae EpIsoNn PHONOGRAPE ComPany, 
Complainant, 


Tas Epison PHoNnoGRAPH ‘Codeant ,a corporation 
organized and existing under and by virtue of the laws 
of the State of New Jersey, and doing business at 
Orange, i in said State and ‘slay bere, beng this its bill 
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And, thereupon, your orator complains and says, on 
information and belief, that Thomas A. Edison, at that 
time residing at \ \Llewellyn Park, in the County of 
Essex and State of New J ersey, before and at the time 
of his application for the hereinafter mentioned letters 
patent, was a citizen of the United States, and was the 
true, original and first inventor of a certain new and 
useful improvement i in 


fully aoe. the Serificetion of the letters patent 
wee and which had not been known 
country and had not been patented or 
described in aly printed publication in this or any for- 
eign country prior to his invention or discovery thereof, 
and which had not been for more than two years prior 
to his application for a patent, as hereinafter mentioned, 
in public use or on sale, and ne not been shandoned 
to the public. +) 

And your orbtor, on information and belief, further 
shows that Thomas A. Edison, being so as aforesaid 
the first inventor and discoverer of said Improvement 
in { ‘ 


cb (ihe) naan iat 


» = Ragmond R. Wile 


arch Library 


samen ghh ve of Shag MPF 


upon due application therefor, obtain etters Patent 
of the United States for said invention in due form of 
law under the seal of the Patent Office of the United 
States, signed by the Secretary of the Interior and 
countersigned by the Commissioner.of Patents of the 
United States, bearing date the day and year last 
aforesaid, and numbered 


3BY 4/6 


whereby there was granted: ‘and secured to the said 
Thomas A. Edison, his heirs, executors, administrators 
or assigns, for the term of ‘seventeen years from and 
after the date of said letters patent, the-full and exclu- 
sive right and liberty of making, constructing, using, 
and. vending to others to edited, the said invention 
and improvement as set forth in said letters patent, as 
will appear by said letters: patent, or a duly authenti- 
cated copy thereof, ready in court to bé produced. 

And your orator further shows unto» your Honors 
_that by_virtue of an instrument in writing dated the 
27th day of July, 1888, | the said Thomas A. Edison and 

another duly assigned, transferred and. set over unto 
the complainant herein the said letters patent granted 


to Thomas A. Edison as aforesaid, and-all right, title . 


and interest in and to the same, real aciglapaites 


sehditacies will more fully: appear “by said assign- 


ment or a duly authenticated copy thereof in court to 


be produced. ee 


And your orator further shows unto- your. Honors: 


that by virtue of the premises it became, and now is, 
the sole and exclusive owner* of said letters patent, 
granted to Thomas A. Edison as aforesaid, together 
with the invention and discovery described and claimed 
in said letters patent, and of all the rights and privileges 
granted aud secured, or intended to be granted and 
secured thereby. Be 

And your orator further shows unto the Court that 
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4 
its predecessors in the title of said patent whose rights 
it has acquired as aforesaid, together with itself since it 
became the owner of the said patent as aforesaid, have 
invested and expended large sums of money, and have 
been to great trouble in. and about the said inven- 
tion, and for the purpose of introducing the same 
into use and making the same profitable to themselves 
and useful to {the public, and that said invention 
has been and is of great benefit and advantage to 
your orator and, the public, and that -the public have 
generally acknowledged and acquiesced in the afore- 
said rights of}jyour orator, and your orator believes 
that it will realize and receive large gains and profits 
therefrom, if infringements by said defendant and con- 
federates shall be prevented. 

Yet the defendant , well knowing the premises and 
the rights secured to your orator aforesaid, but contriv- 
ing to injure your orator, and to deprive it of the bene- 


: fits and advantages which might and otherwise would 
- accrue unto it from said invention, after the granting | 


of the said letters patent aforesaid, and before the com- 
mencement of e sui » did, as your orator is informed 


and believes, at af 


without the license, and against the will, of your orator, 
and in violation of its rights and in infringement of the 
aforesaid letters patent, unlawfully and wrongfully, and 
in defiance of the rights of your orator, did make, and 
did use and did sell and did cause to be made and did 
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caused to be’used and did cause to be sold and used 


containing the improvement described and claimed in 
the aforesaid letters patent or material and substan- 
tial parts thereof, and that the said defendant 
a A” nee sold and used the said apparatus, and 
- still continues” so to do, and that 
_cv threatening to continue the aforesaid un- 
lawful acts to a large extent, all in/ defiance of the 
rights acquired by and secured to your: orator as afore- 
said, and to its great and irreparable loss and injury, 
and by which it has been and still is being deprived of 
great gains and profits which-it might and otherwise 
would have obtained, but which have been received 
and enjoyed, and are being received and mas # by 
the said defendant and -by and through 
aforesaid unlawful acts and doings. 

And your orator further shows. unto-your Honors, on 
information and _ belief, that: said defendant ha se 
had notice of said infringements, andsof the rights of 
your orator in the premises, but hays’ disregarded 
said notice, and refused to desist from said infringe- 
ments, and still continue, so: to do. ° 

And your orator further shows unto your Honors, on 
information and belief, that said° defendant ha,s” 
made, sold and used large. numbers of the apparatus 


described in said patent, and has realized large profits ~ 


and advantages from said infringement, but to what 
extent, and how much exactly your orator does not know, 
and prays a discovery thereof. And your orator says 
that the nse of said invention by said defendant 


-and preparation for and avowed determination to 


continue the same and other aforesaid unlawful acts, in 
disregard and defiance of the rights of your orator, 
have the effect to encourage and induce others to ven- 
ture to infringe said patent in disregard of your orator’s. 
rights. . 

And your orator prays that said defendant 
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servants, agents, attorneys, employees, workmen and 
confederates, and each and every of them, may be per- 
petually restrained and enjoined by the order and in- 
junction of this‘Honorable Court from directly or indi- 
rectly making , constructing, using, vending, delivering, 
working or putting into practice, operation or use, or in 
any wise counterfeiting or imitating the said invention 
or any material or substantial part thereof, or any 
apparatus made! jor operated in accordance therewith, or 
like or similar ed those er roam made, used and 
sold, and that the said defendant may be decreed to 
pay the costs of, this suit, and that your orator may 
have such further relief as to this Honorable 
Court shall seem meet, ond as shall be agreeable to 
equity. q 
May it pleasedyor our Honors to grant unto your orator 
the writ of injunstion issuing out of and under the seal 
of this Honorable Court, commanding, enjoining and 
restraining the said defendant servants, 
agents, attorneys and workmen, and each and every of 
them, during the pendency of this suit, as is herein- 
before in that behalf mgs in regard to said perpetual 
injunction. i 

And forasmuch as your - orator can have no adequate 
relief except in this Court, to the end, therefore, that 
the said defendant may,if - can, show why 
your orator should not have the relief hereby prayed, 
and may, but not upon os oath being expressly 
waived), according to best and utmost knowl- 
edge, remembrance, information and belief, full, trae, 
direct and perfect answers make to the premises, and to 


all the several matters hereinbefore stated and charged, 
4) 


7 


as fully and particularly as if severally and separately in- 
terrogated as to each and every of said matters, and 
may be compelled to account for and pay to your 
orator the profits by acquired, and the damages 
suffered by your orator from the aforesaid unlawful 


. acts ; and that the Court may assess said profits and 


damages, and may increase the damages to a sum not 
exceeding three times the amount thereof. 

May it please your Honors to grant unto your orator 
the writ of subpoena issuing out-of and under the seal 
ve ey Honorable Court, directed. to the said defend- 


commanding Ls bya certain day San under @ cer- 
tain penalty to be and appear ir this. Honorable Court, 
then and there to answer the premises, and to stand 
to and 9 ‘such order and decree as may be made 
against 

And your orator will ever pray, etc. 
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UNITED STATES OF AMERICA, ad sae, 


eer fs nd County of3 


On this ad 06{iB7% , before 
me sree ites vf being by 


me duly sworn, :lid Wepose and say that he is the sec- 
retary of the Edison Phonograph Company, the com- 
plainant herein’; that he has read the foregoing bill of 
complaint subscribed by him and knows the contents 
thereof, and that the same is true of his own knowl- 
edge, except ad to the matters therein stated to be 
allaedl on information and belief, and as to those mat- 
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"IN THE UNITED STATES: CIRCUIT COURT FOR THE) ~=!5: 
DISTRICT OF CONNECTICUT, 


| The Edison Phonograph Co., ) 

) 

VSe ) In Equity. 

| 

Thomas H. MacDonald. . ) No. 759. 


| nae n nen ene wenn nee e eee ) 

i ah eae : 

The answer of Thomas" He MacDonald, of ‘Bridgeport, 
ian mits Pek 


i 
| Lis $ 
Connecticut, to the Bill of Complaint of the Edison Phono 


graph Company, wrong in Some above entitled cause. 


-——S ee ee ee Re 


This defendant now and all times hereafta@ savings 


and reserving to himself all manner of benefit of exception? 


that can or may be had or taken to the manifold errors, 


contained, for answer thereunto, or unto so much and such 
parts thereof as he is advised it is material or necessary 

| for him to make answer unto, ansWering; Says: : 

| 1. Upon information,advice and belief this defendant”. 
: admits that Letters-patent of the United States, Numbered 

| 282,416 were issued on the eighth day of May 1888, for an 


| alleged improvement in Feed and Return Mechanism for: Phono-: 


| graphs, to Thomas A.Edison, as in said bill of complaint © 


| first inventor of said alleged improvement, and denies that | 


| Said improvement was not known or used by others in this 


country and not patented or described in any printed publica- 


| 

i 

! ee eee ee 
+ ~ ead 


uncertainties, imperfections and insufficiencies in said: bill 


! 

| 
i ‘ . ' 
alleged, but denies that said Edison was the true, original and | 
| 
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caused to be made, used or sold, apparatus or mechanisms 


tion insthis-or any: foreign«country prior to the liars 
invention thereof by°said-Edison, <and denies that: the»said 
alleged:-improvement was not in public use.or.on sale in the 
United States for more than two years prior to the applica- 
tion for said patent, and denies that said Edison duly made 
application. for saidLetters-patent or that. the Same Were duly 
issued and delivered in accordance withthe lawe 
26 Touching the alleged grant. of the-entire right, 
title and interest in and to said Letters-patent to the said 
Complainant, this defendant. is not informed save: by said 
bill of complaint, and therefore:-upon advice he denies—'the:. 
allegation:of the bill in-this. particular and prays that the 
complainmt be required to make strict proof thereof: in 
°3..4° This-def mdant, further answering upon information- 

and neues! denies that the alleged invention described in 
said Letters-patent is of great benefit or advantage to bes 
senator to the public or: that the public have acquiesc- 
ed in the alleged rights of the complainant, or that the ie 
plainant or its predecessors in the title of said Letters- 
patent has’ or have expended large sums of money and been be 
great:trouble in and about said invention. a 


4. This defendant, further answering upon information, 


belief and advice, denies that he has made, used, or sold or 


containing any improvement secured to the complainant by or 
under the said Letters-patent, or teams oF has received or 
obtained any profits whatever which of right should have been 
received and obtained by the said complainant, or that the 
complainant has suffered any loss or injury, or been deprived 
of any gains or profits by reason of such alleged use, or 
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that he has in any manner whatsoever infringed upon any rights 


of the complainant.in.the premises =. tious States, in view 
5. And this defendant.deies that.he has ever, been 
notitied of the pretended rights.of the complainant. under . 
said Letters-patent or that.he was infringing the. Same. .. 
6. And this. defendant,further answering upon. infor- .. . 
\ 


mation. and belief, denies that,.said Thomas. A-Edison is the true, 


original and first inventor of any improvement or invention 


described in said Letters-patent, and denies that said Letters- 


patent describe, or Set forth any invention or improvement. 
patentable under the laws of the United States, and.on the... 
contrary avers that, before the alleged invention,. or. any: in- 
vention thereof by said Edison, the same or substantially the 
same things, or. material parts. thereof,, were deseribed in 4), 
divers Letters-patent of the United Seibadiene ga coun- 
tries and. in printed publications and particularly in dies 
following: 2 ha it aid aoa ely vis 
Letters-patent.of the United States. to- 
Tainter No». 385,886, dated July 10,1888, ... 
. No. 541,288, dated May 4,1886, 
Barnes, Noe 357,567, dated February 15,1887, 
Ballou, dated March 15,1887, No.. 359,381, 
" " To. 359,377. 
And in many other patents and printed.publications, 


the dates and titles whereof this defendant cannot now state, 


but prays leave to add the same to this answer by amendment 


| or otherwise when he shall have fully ascertained the same. 


i 


van And further answering upon information, advice and 


| belief, this defendant aves that the said Letters-patent 


| are null and void and of no effect in lay, for the reason that 


| 


{ 


the improvement described or set forth therein was and is 


_ not @ patentable invention, or susceptible of being the subject 


a 
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of Letters-patent under the laws of the United States, Gn view 

of the common knowledge of persons skilled in the art to 
Te said alleged improvement relates, and in view of the 

then existing state of such art as shown by the patents and 

publications herein before saene to, and of others of like 
nature herein in Court to be produced and provens 


And this defendant craves the same bmefit of the 


: several matters and things herein abo ve Set forth, as if the 


same had been iiss pleaded where a ple ea would have been 


proper, or as if on aeoe> th got” has ad demurred in due 


id 


have been propere 


Without oaeees that any ee matter or — in said 


a rheeneheenes wa: 


“bill contained material or yannendty rns ‘take ‘defendant to 


make answer unto, and not herein:and hereby well and suffic-- 
iently answered, traversed, confeSsed and avoided, is true to 
the knoWledge, information or belief of this defendant, all 


which matters and things this defendant is ready: and willing ~ 


| to aver, maintain and prove, as this Honorable Court shall 


| direct and hereby prays to be hence dismissed with his costs 


and charges in this bmalf most wrmegfully sustained. 
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~- ‘Thomas H.eMacDonald, being duly sworn, deposes and 


i Says that he is phe 3 def ndant above aaa | that,he has read 


a 1 _ a 4 
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EK EDISON PHONCGRAPH COMPANY, 
VS. 


THOMAS H. MacDONALD. a 


PINAL. DECREE 
On Patent No. 382,416. 


at 


Dyer & Driscoll, 
For Complainant, 
36 Wall Street, 
New York’, N.Y. 
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_ Letters Patent; that th 


AT A STATED TERM of the United States» 
Circuit Court for the District of Connec~- 
ticut, in the Second Circuit, held at the 
United States Court/Rooms in the City of 
Hartford, on the // day of December, 
one thousand sight hundred and ninety~-six; 


PRES BN F ¢ 7 ; 


Hon. Sas Be, 
Ctresis Judge. 


ee 


: In Equity. NO.759. 
Vs. bsp 


‘On Patent No. 382,416. 


THOMAS H., MacDONALD. 
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This cause having come on to be heard, it is 
ORDERED, ALDJUDGED AND DECREED as follows: 


That Letters Patent of the United States, No. 


| 382,416, granted May 8, 1888, to Thomas A. Edison, for feed 


and return mechanism for phonographs, are good and valid 


complainant, The Edison Phonograph 


ow 


Company, was at the time of the filing of the bill of com- 


plaint herein, possessed of the full and entire right, title 
and interest in and to the same, and that the defendant, 
Thomas H. MacDonald, has infringed vpon said Letters Patent, 
and upon the exclusive rights of the complainant under the 
same. 

Is IS FURTHER ORDERED, ADJUDGED AND DECREED that 
the complainant recover of the defendant the profits which 
the latter has received or which have accrued to him from 


said infrincement oy the manufacture, use and sale of the 


~ 


improvement described in said Letters Patent, and in addition 


thereto the damases which the complainant has sustained 


And it being agreed by the parties that a reference 
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| cause be assessed at the sum of one dollar, 


oe 


| 


i 


| to -a: Master be waived, and that the profits and damages to 


‘be recovered by the complainant of the defendant in said 


\ 
it is further 


ORDERED, ADJUDGED AND DECREED that the complainant 


recover of the defendant the sum of one dollar, as damages 


‘and profits by reason of said infringement, that judgmant 


b 


@ entered Por said sum and execution issue thereon; 


IT IS FURTHER ORDEREE, ADJUDGED AND DECRESD that a 


| perpetual injunction issue against the defendant in accord- 


/ance with the prayer of the bill. 


We hereby consent to the entry and filing of the 


‘above decree. 


Complainant's Solicitors. 


Defendant's Solicitors. 
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